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Dear Sir: 



This Pre-Appeal Brief Request for Review is filed concurrently with a Notice of Appeal 
A teleconference with the Examiner was held on February 6, 2007. Applicants' 
representative presented a line of reasoning asserting that the rejections to the independent 
chums under section 102 is in error, and requested mat the Office provide a reason for rejecting 
clauns that were newly presented in the Amendment and Response filed on September 25, 2006 

Reference is made to pending claims 1-2, 5-1 1, 14-18, and 23-29 as they appear in the 
Amendment and Response filed on September 25, 2006. The claims, including independent 
claim 1, 10 , and 17, have been twice rejected under 35 U.S.C. § 102(b). We believe that 
rejects the claims under Section 102 is clearly in error and request Pre-Appeal Brief review of 
all rejected claims. 

Claims 1, 5, 6, 10, 14, 15, 1 7, 23, 25, and 26 were rejected under 35 U.S.C. § 102(b) as 
anncipated by Morita et al., U.S. Patent Publication No. 2002/0158161 ("Merita") 

The Examiner takes the position in the Office Action mailed July 1 1, 2006 at page 3 that 
Monta chscloses ahub (4, 6, or 21) that defines a tape winding surface aud teeth (gear teeth 42 or 
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teeth 63) formed from a polymer including a lubricating additive. The Examiner maintains this 
position at page 2 of the Final Office Action mailed December 12, 2006. In particular, the 
Examiner asserts that the gear teeth 42 or teeth 63 are integrally formed with the hub 21 as 
shown by the hub-portion 4 (in, for example, FIG. 2). 

We maintain it is dear error that the examination lias ignored express limitations of the 
pending claims, for example, giving no patentable weight to the claimed driven teeth of the 
claimed hub that in each independent claim require the driven teeth to be integrally formed by 
the bub. 

Each of the pending claims requires a hub that defines a tape winding surface and 
includes driven teeth integrally formed by the hub. The Examiner references teeth in Morita 
that 1) are not driven teeth; and 2) are not teeth integrally formed by the hub 21 of Morita. 

With regard to Morita, neither the restraining member 4 (having teeth 42) nor the 
releasing member 6 (having teeth 63) is a hub that defines a tape winding surface. The 
restraining member 4 and the releasing member 6 combine to form a reel-rotation restraining 
means 10 (See Morita at FIG. 2). One of ordinary skill in the tape reel assembly art would 
recognize that the restraining member 4 and the releasing member 6 of Morita are brake 
components and not hub components. 

The hub 21 in Morita is separate and distinct from the restraining member 4 and the 
releasing member 6 (See Morita at FIG. 3). FIG. 2 of Morita is an exploded perspective view of 
"the essential parts" showing the restraining member 4, the releasing member 6, and the reel gear 
24 are each provided as separate components apart from the hub 21 (Morita at paragraph 0108). 
Thus, the teeth 42 and 63 relied upon by the Examiner are not driven teeth integrally formed 
by the bub, as required by independent claims 1, 10, and 17. 

Regarding the limitations of the pending claims, nothing in Morita teaches or suggests a 
hub defining a tape winding surface, driven teeth integrally formed by the hub, the driven 
teeth extending relative to one of the opposing ends of the tape winding surface and defining an 
engagement surface, where the driven teeth are formed from a polymer including a 
lubricating additive, as required by independent claims 1, 10, and 1 7. 
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For these reasons, it is respectfully submitted that it is clearly in error to reject claims 1, 
5, 6, 10, 14, 15, 17, 23, 25, and 26 under 35 U.S.C. § 102(b) over Morita. 

Although the independent claims have not been rejected under § 103, the Examiner takes 
the position at page 5 of the Office Action mailed July 11, 2006 that even if the pending 
independent claims define over Morita, that it would be obvious to fonn the reel gear 24 teeth 
(See Morita at FIG. 1) of the same material as the restraining member 4 and the releasing 
member 6 to provide wear resistance for the reel gear 24 teeth. We respectfully disagree. 

The hub 21 of Morita includes teeth 21a (or teeth 24). Morita is completely silent as to 
the composition of teeth 21a/24. Nothing in Morita teaches or suggests a hub defining a tape 
winding surface, driven teetb integrally formed by the hob, the driven teem extending relative 
to one of the opposing ends of the tape winding surface and defining an engagement surface, 
where the driven teeth are formed from a polymer including a lubricating additive, as 
required by independent claims 1, 10, and 17. 

Specifically, Morita discloses in paragraph 0119 that at least one of the restraining 
member 4 or the releasing member 6 includes a synthetic resin containing a lubricant Morita 
asserts "this reduces the friction and wear between the sliding-contact portions of both." Thus, it 
is reasonable to conclude that Morita provides a synthetic resin containing lubricant in one of the 
restraining member 4 or the releasing member 6 to reduce the friction as these two components 
slide relative one to the other. In other words, it is the sliding wear or the sliding friction that 
Morita is motivated to reduce. 

In contrast, Morita discloses at paragraph 0121 that the reel gear 24 chucks-up with the 
drive-side rotation drive means 1 1 . The drive means 1 1 rotatablv engages with the reel gear 24. 
Since the reel gear 24 teeth are not "sHding-contact portions," one of skill in die art would have 
no motivation to make the suggested combination. That is to say, there is no suggestion or 
motivation to provide the rotatable reel gear 24 with the resin containing lubricant since Morita 
teaches that the lubricant is provided to reduce sliding friction, and the reel gear 24 teeth are not 
sliding-contact portions. For at least this reason, the Examiner's alternative argument fails to 
establish a prima facie case of obviousness over Morita. 
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Nothing in the cited references would lead one of skill in the art to modify the hub teeth 
(21 or 24) in Morita to include a lubricating additive. Morita is silent as regards the composition 
of the teeth 2la/24 of the hub 21. Thus, any purported combination would merely affect the reel- 
rotation restraining means 10 of Morita (elements 4 and 6). That is to say, the brake assembly 
components would be modified and not the hub 21 . 

Claims 2, 7-9, 11,16, 18, and 24 were rejected under 35 U.S.C. § 103(a) as unpatentable 
over Morita in view of Boutnj. 

The hub 21 disclosed in Morita does not include integrally formed driven teeth. In 
contrast, the brake components, i.e., the reel 2, the restraining member 4, and the releasing 
member 6, which are provided separately and independently from the hub 21, include teeth 24, 
42, and 63, respectively. Morita is silent as regards material selection for the hub 21 . 

Boutni likewise fails to teach or suggest driven teeth integrally formed by a hub, and thus 
does not cure the deficiencies of the Morita disclosure. 

Thus, the purported combination fails to teach or suggest all of the limitations of a hub 
integrally forming driven teeth at an opposing end of a tape winding surface, where the driven 
teeth define an engagement surface formed from a polymer including a lubricating additive, as 
required by amended independent claims 1, 10, and 17. Consequendy, a prima facte case of 
obviousness cannot be established. 

Applicants respectfully submit that there is no suggestion or motivation available in the 
cited references to modify any of the teeth disclosed in Morita (none of which are integrally 
formed by the hub 21) to include the additives taught by Boutni. In this regard, me teaching or 
suggestion to make the claimed combination and the reasonable expectation of success must both 
be found in the prior art, and not in Applicants* disclosure. In re Vaeck, 947 F.2d 488, 20 
U.S.P.Q.2d 1438 (Fed. Cir. 1991); MPEP § 2143. Since Morita is silent as to the resin selection 
for the hub 21, there is no basis upon which to form a motivation to select materials for Morita, 
much less the specific materials taught in Boutni. 

Moreover, even if the purported combination is made, the resulting device would merely 
provide the reel-rotation restraining means 10 of Morita (elements 4 and 6) with the polymer 
compositions taught by Boutni. That is to say, the brake assembly components would be 
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modified and not the hub 21. Thus, the purported combination would fail to provide a hub 
integrally forming driven teeth, where the driven teeth define an engagement surface formed 
from a polymer including a lubricating additive, as required by amended independent claims 1, 
10, and 17. 

We believe that additional patentably distinct limitations recited in the newly presented 
claims 27-29 of the Amendment and Response filed on September 25, 2006 were ignored in the 
Final Office Action mailed on December 12, 2006, which is believed to be error suited for 
review. 



CONCLUSION 

We respectfully submit that pending claims 1-2, 5-11,14-18, and 23-29 recite patentable 
subject matter, are in form for allowance, and are not taught or suggested by the cited references. 
Therefore, reconsideration and withdrawal of the rejections and allowance of claims 1-2, 5-11, 
14-18, and 23-29 is respectfully requested 

Respectfully submitted, 



Date: ^Ifajj^l 



Eric 
Reg. 




t D. Lev^Son 
;. No. 35^14 




IMATION CORP. 
Legal Affairs 
P.O. Box 64898 

St Paul, Minnesota 55164-0898 
Telephone: (651) 704-3604 
Facsimile: (651)704-5951 



5 



PAGE 11/1 1 « RCVD AT 2/12/2007 2:37:14 PM [Eastern Standard Time] « SVR:USPTO-EFXRF-5/21 * DNIS:2738300 ■ C8ID:651 704 5951 ■ DURATION frnm-ss):02-46 



